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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 and 17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-15 and 17 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 
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DETAILED ACTION 

Status of Claims 

1. Claims 1-15 and 17 are pending in this application. Claim 16 has been 
cancelled. This action is in response to the applicants' amendment after a non-final 
action and reply filed on September 26, 2008. 

Withdrawn Rejections/Objections 

2. Applicant is notified that any outstanding rejection/objection that is not expressly 
maintained in this office action has been withdrawn or rendered moot in view of 
applicant's amendments and/or remarks. 

Specification 

3. The disclosure is objected to because of the following informalities: 

On page 1 1 , last three lines of the specification, the application attempts to 
define the "A" term, as "...a group of the formula -N 5 R 6 ,..." Examiner believes this is a 
typographical error. No new matter is permitted. Appropriate correction is required. 
Claim Objections 

4. Claim 1 is objected to because of the following informalities: 
Claim 1 reads, "A process for preparing a 3-phenyl(thio)uracil or 3- 

phenyldithiouracil of the formula I..." Examiner suggests altering the preamble to read, 
"A process for preparing a compound of the formula I..." as the structure of formula I 
already defines what is being prepared, not the text. Appropriate correction is required. 
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Claim Rejections - 35 USC §112, 2 nd Paragraph 

5. Claims 1 -1 5 and 1 7 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

6. The scope of the term "A" in claim 1 requires clarification. Applicants' examples 
in the specification are not limiting. Applicants have not defined these terms with 
reasonable clarity. See definitions on p. 11 and 12 of the specification. Where 
applicants define terms with a special meaning, they must set out the special definition 
with "reasonable clarity, deliberateness and precision". Note Teleflex v. Ficosa, 63 
USPQ2d 1374; Rexnord Corp v. Laitram Corp. 60 USPQ2d 1851 and MPEP 21 1 1 .01 . 

The terms are defined with non-limiting examples making them impossible to pin 
down. For example, when one states CrC 4 alkyl, there are a small finite number of 
possibilities that exist in that set. One ordinarily skilled in the art realizes and 
understands this. However when one states, "...A radical which is derived from a 
primary or secondary amine. . .", how can metes and bounds applicant intends be 
determined ? One skilled in the art could instantly envision several different "A radicals" 
that qualify under this broad, vague definition. Does the applicant wish to claim a 
primary amine, or an alkyl amine or something more like a carboxylic amide with 
heterocyclic groups? Applicant must narrow such broad terminology by either 
eliminating such a broad definition or by inserting the specific groups for R 5 and R 6 they 
wish to cover into the claim themselves. No new matter is permitted. Appropriate 
correction is required. 



Application/Control Number: 1 0/581 ,072 Page 4 

Art Unit: 1624 

Conclusion 

7. Claims 1-15 and 17 are rejected. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey H. Murray whose telephone number is 571-272- 
9023. The examiner can normally be reached on Mon.-Thurs. 7:30-6pm EST. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James O. Wilson can be reached at 571-272-0661 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey H Murray/ /James O. Wilson/ 

Patent Examiner Supervisory Patent Examiner, Art Unit 1624 

Art Unit 1624 



